
il\ United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Tradrniark Office 

Adcbess: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gwv 



APPUCATIONNO. 



FIRST NAMED INVENTOR 



I ATTORNEY DOCKET N0~ 



CONFIRMATION NO. 



lQ/009,408 



07/D2/2002 



Hartmut Schmidt 



7590 01/16/2004 

Ronald A. Daignault 
Merchant &GouId P.C. 
P.O. Box 2903 

Minneapolis, MN 55402-0903 



SAYALA,CHHAYAD 



PAPER NUMBER 



1761 

DATE MAILED: 01/16/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 


Applicant(s) 




10/009,408 


SCHMIDT ETAL 


0 


Examiner 


Art Unit 




C. SAYALA 


1761 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this commur»icaGon. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the malting date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1.704(b), 

Status 

1 )□ Responsive to communication{s) filed on . 



2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims ^ 

4) 13 Clalm{s) 13-24 Is/are pending in the application. 

4a) Of the above claim(s) Is/are withdrawn from consideration. 

5) n Claim (s) is/are allowed. 

6) ^ Claim(s) 13-24 is/are rejected, 
?)□ Claim(s) Is/are objected to. 

8) n Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing (s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) Is objected to. See 37 CFR 1 .121(d). 
11 )□ The oath or declaration is objected to by the Examiner, Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 
1 2)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)EiAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No. 



3.iEl Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 3) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included In the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) M Notice of References Cited (PTO-892) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) O interview Summary (PTO-413) Paper No(s). . 

5) □ Notice of Infomrtal Patent Application (PTO-152) 

6) □ Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 11-03) 



Office Action Summary 



Part of Paper No. 20031208 
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Art Unit: 1761 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

2. Claims 13-24 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

- -A- - should be inserted before "homogeneous" in claims 13-16 and before 
"feed" in claims 17-19 and before "process" in claim 20. 

In claims 13-16, "characterized in thaf should be changed to - - wherein- - . 

Claims 21-24 provide for the use of fat-rich feed, but, since the claim does not set 
forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where 
it merely recites a use without any active, positive steps delimiting how this use is 
actually practiced. 

Claims 21-24 are rejected under 35 U.S.C. 101 because the claimed recitation 
of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper 
process claim under 35 U.S.C. 1 01 . See for example Ex parte Dunki, 1 53 
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USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 
131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in tliis or a foreign country or 
in public use or on sale in tills country, more than one year prior to the date of application for 
patent in the United States. 

3. Claims 13-15 and 18-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP 05284913. 

The abstract teaches a flaked feed with the same amount of fat and water. Note 
that the language "for fish and intvertebrates" is use terminology. For composition 
claims, intended use of an othenwise old or obvious composition cannot render a claim 
patentable. In re Zierden . 162 USPQ 102, In re Jones . 50 USPQ 48, In re Soada . 15 
USPQ 2d, 1655, In re Thuau 57 USPQ 324. 

Claims 18-19 are written in product-by-process format and as such, it is the 
novelty of the instantly claimed product that need be established and not that of the 
recited process steps. In re Brown, 173 USPQ 685 (CCPA 1972); in re Wertheim, 191 
USPQ (CCPA 1976). 



Application/Control Number: 10/009,408 
Art Unit: 1761 



Page 4 



Prior Art 



The prior art made of recxDrd and not relied upon is considered pertinent to 
applicant's disclosure. US Patents 5,783,240 and 5,863,586 disclose feed products 
that are pelletized, with the same contents of fat and moisture but fail to disclose them 
as flakes. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. SAYALA at Group 1761 , telephone number (703) 
308-3035. 

The fax phone number for the organization where this application or proceeding 
is assigned is (703) 305-3599. 

Any inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to the Group receptionist whose telephone number is 

703-308-0661. 



Conclusion 




C. SAY<\LA 
Primary Examiner 
Group 1700. 



